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OF UNINTENTIONALLY ABANDONED PATENT APPLICATION 

Sir: 

This Declaration is submitted in support of the accompanying Petition for Revival and 
request for entry of the accompanying Amendment. A Notice of Abandonment dated January 

4, 2007 held this application to be abandoned due to the lack of a timely filed response to the 
Office Action dated May 5, 2006 ("the Office Action"). The entire delay in the filing of the 
Amendment in response to the Office Action from the non-extendable due date of November 

5, 2006 to the filing of the accompanying Petition was unintentional. As indicated below, 
several circumstances and documents demonstrate the lack of intent. 

First, there are three counterpart applications to this application in Canada, Europe and 
China. We have continued to actively prosecute these counterpart applications, and respond 
to the Office Actions in these counterpart applications since the May 5, 2006 mailing date of 
the Office Action in this application. (Copies of the November 27, 2006 Office Action and 
May 15, 2007 Response in counterpart EP Application 00935423.4-2413 are attached hereto 
as Exhibit A. Copies of the March 23, 2007 Office Action and August 6, 2007 Response in 
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counterpart Chinese Application No. 0081 1870.1 are attached hereto as Exhibit B.) It is 
inconsistent that we would intentionally abandon this application, while actively maintaining 
counterpart applications in other countries. 

Secondly, it should be noted that the Office Action included an indication of allowable 
subject matter (see page 7), including claims which applicants had previously amended to be 
in independent form and paid the necessary fees therefore. An intentional abandonment 
would have inconsistently removed the benefit obtained by securing the allowance of such 
claims. 

Turning to the Notice of Abandonment, it states that "The Applicant has been noted on 
12/26/06 that a notice of abandonment will be mailed shortly." There is no mention of this 
contact in any of the firm's records. I asked the Examiner, Jean Gelin, about the contact. He 
indicated that the contact was most likely a phone call, but that he had no record or 
recollection of the person to whom he spoke. Mr. Gelin indicated that if he had talked to a 
responsible attorney, his practice was to place the name of the attorney in the statement. I do 
not recollect personally receiving the phone call. Nevertheless, since the non-extendable due 
date for filing a Response to the Office Action had already passed, the statement and the 
contact were of a merely advisory nature. 

Furthermore, the entire delay in filing the accompanying Petition for Revival in 
response to the Notice of Abandonment was unintentional. The Notice of Abandonment was 
mailed on January 4, 2007, docketed in our docketing system and assigned to the responsible 
Patent Paralegal, Michelle Bombino. Unfortunately, Ms. Bombino was unexpectedly required 
to appear for jury duty starting on February 5, 2007, and the trial lasted for the entire month of 
February. During that time, the accumulated workload and backlog grew tremendously. It 
appears from her time records that she began, but did not finish, the preparation of a Petition 
to Revive in this application on March 8, 2007. Ms. Bombino soon thereafter tendered her 
resignation and began to call in sick without completing her employment (see accompanying 
Declaration of Howard Aronson). I searched the various papers left in the office of Ms. 
Bombino soon after her departure. Although I was not searching for them specifically, my 
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search did not turn up a partially completed Petition to Revive or the Notice of Abandonment 
in this application. 

The Notice of Abandonment was docketed, and two alerts were generated by the 
docketing system on February 4, 2007 and March 4, 2007 (see Exhibit C). Since both of these 
dates were within the time period that Ms. Bombino was responsible, and there was no alert or 
reminder after her employment ended, I remained unaware that the Notice of Abandonment 
had not been completed until Thursday, May 1, 2008. On that date, I was addressing the 
recent allowance of the counterpart Canadian patent application and sought to compare the 
allowed claims in that counterpart application to the pending claims in this application. I 
located and reviewed the file for this application, and noticed that there were no recent papers 
in the file. Specifically, neither the Notice of Abandonment nor a partially completed Petition 
for Revive was found in the file. I then looked up this application on Private Pair and 
discovered the aforementioned Notice of Abandonment. I then promptly conducted an 
investigation into the relevant circumstances, and prepared the Petition for Revival. 

I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 




Respectfully Submitted; 



Robert Bauer, Reg. No. 34,487 
Lackenbach Siegel, LLP 
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Responsive to the communication of November 24, 2007 
I- Amendments 

The pending claims are being maintained without substantial 
amendments. Minor corrections have been made to the language of 
claim 1. 

II. Th e prior art 
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Dl : "Mobile Internet access und QoS guarantees using mobile IP and RSVP with location 
registers" 

D2: WO-A-99 08468 

In the articie Dl an enhancement „ ,he Mobile IP (MIP) protocol is suggested using location 
registers, m order to avoid long so-called "triangle routes". 

D2 discloses a voice mail service of a closed user group in a mobile communications system. 
HI: The presen t invention 

Cellar networks and IP-,elephon y networks are distinct and incompatible networts and do 
conventionally no, ailow for any roaming between cellular and IP-,elepho„y networks 
Therefore it is an object of the present invention to provide methods and devices which 
perm., roaming „ r mobility wi,hi» an telephony „ etwork . ^ objec , k ^ 
method according ,o claims 1, 6 and 19, and by a system according to claim 29. 

IY: — Novelty a nd inventive 

The examiner is of the opinion m a, Dl already discloses mos, features of me independen, 
claims. This is respectfully contradicted. 

The feature "the visited function sending a message to the auh^w. ^»,^. J 
« Phony network home function providing a packet-switched telephony n^^ 
o^Mmm^jn me as updated subscribe, location information and <he subscriber 

ITTT' ^ P. s,ored, as location 

ormatron for ,he subscriber" (Cairn 1) is no, disclosed by Dl. „ is specify to be noted 
d» IP address ,„ ouestion here, i.e. tha, used as location information of the subscriber is 
•ha, of the v.sited function, and no, of the mobiie terminal connected therewith. ,„ other 
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words, IP telephony calls are directed to the IP address of the visited function rather than to 
an IP address of the mobile terminal; "establishing a packet-switched telephony call from the 
calling entity towards the address nfth« vi^H f.,»^^» (claim 6) 
Upon closer review it is apparent that in Dl the relevant IP address is that of the mobile host 
not that of the VLR. See p. 1691 par. 4: "Each VLR owns a pool of IP addresses which it can 
ass lg n voting mobile hosts as COAs" "The mobile host obtains a COA from a local DHCP 
server". A host wishing to send packets to a mobile host has to query the mobile host's HLR 
From the HLR it will in turn obtain the COA address of the mobile host, and "The 
correspondent host then directly sends the packet to the mobile host's COA" ( P 1691 last 
par.). 



Tha, ,s, rafter than es,ablishing an ,P telephony call directed «„ ,he address of «he visited 
funoon as in the present invention (which is a sin^lUPaddress), Di teaches to establish a 

packet data connection directed to the IP address/COA (which is one of „. 

aSfesses) of the mobile host. This can readiiy be taken front the specification of the present 
■nvention: "the subscribes Home Function 204 stores , «MP „^ ... 

s ubscriber „„ he (,,, ^ rp ^ ^ ^ ^ ^ f 

Hotne Function 204 is not informed every time the subscriber terminal changes .ocation 
areas but rafter, only when the subscriber roams to a location area controlled by a different 
Vtstted Function (i.e., having a different IP address)" (p. 1 8, second par.). 

Therefore the present invention is novel over Dl a, leas, due ,„ this technical difference. 

Leaving apart this fundamental difference, the examiner also beli=v« ,,,„, 
clatms do no, tnvolve an inventive step, as he regards i, to be obvious to provide a OSM-like 
mob.hty management as of D. in an IP network or specifically ,„ Voice-over-IP. However 
upon closer review i, becomes apparen, fta, „ „ b ^ ' 

ac.ua.ly con,radic,s fte teaching of Dl. As already mentioned fte main objec, of Dl is to 
~ Z S ™' M ""' ^ ™* " Sieved by communicating directly with fte 

■nob.ie host, via the IP address/COA thereof, i.e. wiftou, fte de,our via fte VLR. However 
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the present invention teaches to establish IP calls via the visited function where a subscriber 
has roamed, i.e. using a kind of triang le muting 

Therefore, leaving apart the fact that Dl does not disclose all claimed features of the 
invention anyway, it should be apparent that it can not be obvious to an artisan to apply 
teachings like in Dl to IP telephony networks to arrive at an arrangement according to the 
present invention in the first place. Dl and the present invention are technically distinct 
teachings that are not compatible at least due to the colliding objects thereof. 

Therefore the present invention also involves an inventive step over Dl. 
V. Requests 

As has been discussed above, the pending claims are novel as well as based on an inventive 
step. It is therefore requested that the grant of a patent on the basis of these claims is 
engaged. It is kindly requested to be allowed to postpone any necessary adaptation of the 
specification, particularly mentioning the relevant prior art, until allowable claims have been 
agreed on. 

Should the examining division still have substantial objections against the present invention 
another communication pursuant Art. 96(2) EPC is requested. In case the examining division 
should finally deny any inventive aspect within the present application, oral proceedings 
acceding to Art. 1 16 EPC are requested as an auxiliary measure. 

Dr. Thomas Kurig 
European Patent Attorney 

Enclosure: 

Corrected claim 1 (with highlighted changes and in fair copy) 



I Applicant: 
Our File: 
EP 



Nokia Corporation 
51008 EP (KG/DM) 
00935423.4-2413 



Corrected claim 1 
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A method of allowing a_packet-switched telephony subscriber to roam within a 
packet-switched telephony network comprising: 

sending a message from a subscriber terminal to a visited function in a packet- 
switched telephony network, the message including a subscriber identification for the 
subscriber; 

the visited function sending a message to the subscriber's packet-switched 
telephony network home function, the message providing a packet-switched telephony 
network address of the visited function ia-fe^as updated subscriber location 
information and the subscriber identification; and 

the home function storing the network address of the visited function as 
location information for the subscriber. 
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Nokia Corporation 
51008 EP (KG/DM) 
00935423.4-2413 



Corrected claim 1 



1. A method of allowing a packet-switched telephony subscriber to roam within a 
packet-switched telephony network comprising: 

sending a message from a subscriber terminal to a visited function in a packet- 
switched telephony network, the message including a subscriber identification for the 
subscriber; 

the visited function sending a message to the subscriber's packet-switched 
telephony network home function, the message providing a packet-switched telephony 
network address of the visited function as updated subscriber location information and 
the subscriber identification; and 

the home function storing the network address of the visited function as 
location information for the subscriber. 
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II faut acquitter la taxe finale de TROIS CENTS DOLLARS (300$) ou 
CENT CINQUANTE DOLLARS (150$) si le raquerant a le droit de 
revendiquerle statutde petite entile eta soumls une declaration de petite 
entite, dans [as six mois suivantla data du present avis, Faute de quo! la 
demands sera reputes abandonneeconforme me nt a I'allnea 73{1)f) de la 
Lofsurles brevets. 

Une taxe additionnellede six dollars (6$) par page excedantlOO pages 
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The above application for patent has been found allowable. 
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AND FIFTY DOLLARS ($150) where the applicants entitled to claim small 
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An additional fee of six dollars ($6.00) per page over 100 pages of 
specif! cation and drawings must also be paid. 

The patent shall issue to the last registered owner who has submitted 
acceptable documentation on or before the data that the final fee is 
paid (as pursuant to Section 41 of the Patent Rulss). 
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including the date of the notice. 
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also Include an Indication that the patent is available for licence or sale. If 
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paying the final fee. 
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registers- IEEE INTERNATIONAL CONFERENCE ON ^ 
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To meet the requirements of Rule 2 7(i)(b) EPC, the document D1 should hp 
ident.ed ,n the descnption and the reievan, background ar, dis* Lorain shou.d 
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Second Office Action 

1 . 0 The examiner has received the Observations, submitted by the applicant on _ 

September 20, 2004 , and on this basis continued to conduct examination as to 

substance of the captioned patent application. 

□ On the basis of the Reexamination Decision made by the Reexamination Board of 

the Chinese Patent Office on , the examiner has continued to conduct 

examination as to substance of the captioned patent application. 

□ 

2. Further examination has been conducted in the light of the following application 
document(s): 

□ the amended application document(s) attached to the said observations. 

0 the application document(s) at which the previous Office Action is directed, and the 
replacement sheet(s) of the amended application document(s) attached to the 
said Observations. 

□ the application document(s) at which the previous Office Action is directed. 

□ the application document(s) confirmed in the said Reexamination Decision. 
□ 

3. 0 In this Office Action no new reference documents have been cited. 

□ The following reference document(s) is/are cited in this Office Action. (Its/Their serial 
number(s) shall come after those previously cited and will continue to be used 
throughout the examination procedure): 
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4. Concluding comments of the examiner: 

□ On the description: 

□ The amendment to the description is not in conformity with the provision of Art. 33 
of the Patent Law. 

□ The content of the application comes within the scope where no patent right 
shall be granted as prescribed in Art. 5 of the Patent Law. 

□ The description is not in conformity with the provision of Art. 26, para. 3 of the 
Patent Law. 

□ The drafting of the description is not in conformity with the provision of Rule 18 of 
the Implementing Regulations. 

0 On the claims: 

□ The amendment to Claim(s) is not in conformity with the provision of Art. 33 

of the Patent Law. 

□ Claim(s) come(s) within the scope where no patent right shall be granted 

as prescribed in Art. 25 of the Patent Law. 

□ Claim(s) is/are not in conformity with the definition of invention in Rule 2, 

para. 1 of the Implementing Regulations. 

□ Claim (s) possess(es) no novelty as prescribed in Art. 22, para. 2 of the 

Patent Law. 

0Claim(s) 1-10, 12-16. 19-23. 25-34 possess(es) no inventiveness as prescribed 
in Art. 22, para. 3 of the Patent Law. 

□ Claim(s) possess(es) no practical applicability as prescribed in Art. 22, 

para. 4 of the Patent Law. 

0 Claim(s) 11 , 24 is/are not in conformity with the provision of Art. 26, para. 4 
of the Patent Law. 

□ Claim(s) is/are not in conformity with the provision of Art. 31 , para. 1 of the 

Patent Law. 

□ Claim(s) is/are not in conformity with the provisions of Rule 20 of the 

Implementing Regulations. 

□ Claim(s) is/are not in conformity with the provision of Art. 9 of the Patent 

Law. 

□ Claim(s) is/are not in conformity with the provision of Rule 23 of the 

implementing Regulations. 



See the text portion of this Office Action for a detailed analysis of the above 
concluding comments. 

5. In view of the above concluding comments, the examiner deems that 

□ the applicant should make amendment to the application document(s) according 
to the requirements raised in the text portion of this Office Action. 

EJ the applicant should expound in his/its observations the reason why the captioned 
patent application is patentable and make amendment to what is not in 
conformity with the provisions as pointed out in the text portion of this Office Action, 
otherwise the said application will be rejected. 

□ the patent application has no substantive content(s) for which the patent right may 
be obtained, if the applicant has no sufficient reason to demonstrate that the 
captioned application may be granted a patent right, said the application will be 
rejected. 

6. The applicant should pay attention to the following matters : 

( 1 ) According to the provision of Art. 37 of the Patent Law, the applicant should submit 
his/its observations within two months from the date of receipt of this Office Action; if, 
without any justified reason(s), the time limit for making a response is not met, the said 
application shall be deemed to have been withdrawn. 

(2) The amendment(s) made by the applicant to the application should be in 
conformity with the provisions of Art. 33 of the Patent Law and Rule 51 of the 
Implementing Regulations thereof, the amended text should be in duplicate and its 
form should conform to the relevant provisions of the Guidelines for Examination. 

(3) The observations and/or amended text of the applicant should be submitted to the 
Receiving Section of the Chinese Patent Office by mail or by personal delivery, if not 
submitted Receiving Section by mail or by personal delivery, the document(s) will 
have no legal effect. 

(4) If no appointment is made in advance, the applicant and/or the agent shall not 
come to the Chinese Patent Office to hold an interview with the examiner. 

7. This Office Action consists of the text portion totaling 5 page(s) and of the 
following attachment(s): 

□ copy (copies) of the reference document(s) cited totaling page(s). 
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Second Office Action 

The applicant submitted the observations and the amended application 
documents on September 20, 2004. After studying said documents, the 
examiner conducted further examination on the application, and the 
following examination opinions are provided: 

1 . Claim 1 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

Dl has disclosed a mobile internet access, and the following technical 
features: the subscribers of packet-switched network roam in the packet- 
switched network, a mobile host sends a message to a Visitor Location 
Register (VLR) in the packet-switched network for mobile host 
registration, the message including a subscriber identification; the VLR 
sends a message to a Home Location Register (HLR) in the subscriber's 
home network, providing network address and subscriber identification as 
access function in the updated subscriber location information; the HLR 
stores the network address of the VLR as the location information of the 
subscriber (see pages 16.90-1692 of the description). The difference 
between said claim and Dl is that claim 1 explicitly mentions "packet- 
switched telephony network, whereas Dl only solves IP access. However, 
VoIP technique is a piece of prior art. It is obvious for those skilled in the 
art to apply the instruction of Dl, i.e. the GSM mobile management for 



mobile IP access in an IP network, to a packet-switched telephony 
network, i.e. the VoIP network. Thus, it is obvious for those skilled in the 
art to derive the technical solution claimed in claim 1 on the basis of Dl 
combined with prior art. Therefore, said claim does not have prominent 
substantive features or notable progress, so does not possess 
inventiveness. 

2. Claim 2 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical features: receiving a call for the 
subscriber; obtaining the location information of the subscriber and the 
network address of the VLR from the HLR in the packet-switched 
network; routing the call to the subscriber by establishing a call towards 
the VLR (see pages 1690-1692 of the description). Although Dl does not 
disclose "packet-switched telephony calf 5 , it is obvious for those skilled 
in the art to apply the disclosure of Dl to the packet-switched telephone. 
Therefore, said claim does not possess inventiveness. 

3. Claim 3 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: the VLR forwards the 
call to the subscriber (see pages 1691-1692 of the description). Thus, said 
claim does not possess inventiveness. 



4. Claim 4 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

The additional technical feature of dependent claim 4 is a piece of 
common knowledge to those skilled in the art. Therefore, said claim does 
not possess inventiveness. 

5. Claim 5 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: the network address of 
the VLR comprises IP address (see page 1691 of the description). Thus, 
said claim does not possess inventiveness. 

6. Claim 6 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

Dl has disclosed a mobile internet access, and the following technical 
features: the subscribers of packet-switched network roam in the packet- 
switched network, the HLR receives a call from the mobile host, the call 
including a subscriber identification; the HLR identifying subscriber 
location information includes a network address of the VLR 
corresponding to the subscriber identification; the HLR provides the 
address of the VLR to the mobile host; the mobile host calls the VLR (see 
pages 1690-1692 of the description). The difference between said claim 
and Dl is that claim 6 explicitly mentions "packet-switched telephony 
network, whereas Dl only solves IP access. However, VoIP technique is a 



piece of prior art. It is obvious for those skilled in the art to apply the 
instruction of Dl, i.e. the GSM mobile management for mobile IP access 
in an IP network, to a packet-switched telephony network, i.e. VoIP 
network. Thus, it is obvious for those skilled in the art to derive the 
technical solution claimed in claim 6 on the basis of Dl combined with 
prior art. Therefore, said claim does not have prominent substantive 
features or notable progress, so does not possess inventiveness. 

7. Claim 7 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

D2 (WO9908468) has disclosed a voice mail service, and the following 
technical features: HLR communicates with the VLR to determine that 
the subscriber can receive the call prior to providing the VLR to the 
mobile host (see page 6 of the description and Fig. 2). Since Dl and D2 
are of the same art, it is obvious for those skilled in the art to derive the 
technical solution claimed in said claim on the basis of Dl combined with 
D2. Therefore, said claim does not possess inventiveness. 

8. Claim 8 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

D2 has disclosed the following technical features: the HLR 
communicates with the VLR to determine whether the subscriber can 
receive the call; providing the VLR address if the subscriber call receive 
the call; if the subscriber is unable to receive the call, the HLR returns a 



subscriber address (see pages 5-7 and 13 of the description). Compared 
with D2, said claim is different in "the calling entity may leave a voice 
message for the called subscriber". Although this is not disclosed in D2, 
D2 has disclosed voice mail. With the implication of D2, it is easy for 
those skilled in art to contemplate that the calling entity leaves a voice 
message to the called subscriber with a voice mail As Dl and D2 are of 
the same art, it is obvious for those skilled in the art to derive the 
technical solution claimed in said claim on the basis of Dl combined with 
D2 and common technical means. Therefore, said claim does not possess 
inventiveness. 

9. Claim 9 does not possess inventiveness, so is contrary to the provision 
of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: the VLR forwards the 
call to the called subscriber (see pages 1690-1692 of the description). 
Thus, said claim does not possess inventiveness. 

10. Claim 10 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

The additional technical feature of dependent claim 10 is that the step of 
forwarding the call from the visited function to the called subscriber 
includes the step of forwarding the call as a packet-switched telephony 
call to the called subscriber. However, forwarding the call as a packet- 
switched telephony call is a common technical means for those skilled in 



the art to solve said problem. Therefore, said claim does not possess 
inventiveness. 

11. Claim 11 is contrary to the provision of Article 26, para. 4 of the 
Patent Law. 

The additional technical feature of dependent claim 1 1 "translating ... to 
a format used by the subscriber terminal that is incompatible with packet- 
switched telephony" is not stated in the description. Thus, the claim does 
not use the description as the basis and so it is not supported by the 
description. 

12. Claim 12 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

The additional technical feature of said dependent claim is that the visited 
function is provided on the called subscriber terminal, which is a piece of 
common knowledge to those skilled in the art. Therefore, said claim does 
not possess inventiveness. 

13. Claim 13 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical features: sending call control 
commands between the mobile host and the VLR to set up switching; 
sending the address of the packet call from the mobile host to the VLR 
(see pages 1690-1692 of the description). Thus, said claim does not 



possess inventiveness. 



14. Claim 14 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: sending call control 
commands between the mobile host and the VLR to set up a packet call 
(see pages 1690-1692 of the description). Thus, said claim does not 
possess inventiveness. 

15. Claim 15 does not possess inventiveness, so is contrary to the 
provision of Article 22 , para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: sending call control 
commands between the mobile host and the VLR through HLR to set up 
a packet call (see pages 1690-1692 of the description). Thus, said claim 
does not possess inventiveness. 

16. Claim 16 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: the address at the VLR 
is used for call control commands and media for the call (see pages 1690- 
1692 of the description). Thus, said claim does not possess inventiveness. 

17. Claim 19 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 
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Dl has disclosed a mobile internet access, and the following technical 
features: the subscribers of packet-switched network roam in the packet- 
switched network, obtaining the location information of the called 
subscriber from the HLR of the subscriber, the location information 
including the address of the VLR corresponding to the subscriber 
identification; establishing a packet call towards the VLR (see pages 
1690-1692 of the description). Compared with Dl, said claim is different 
in that it explicitly mentions "gateway function" and "packet-switched 
telephony call". However, the gateway function between the PSTN and 
EP network has been provided in VoIP standard, so is a piece of prior art. 
Thus, it is obvious for those skilled in the art to derive the technical 
solution claimed in claim 19 on the basis of Dl combined with H.323 
standard. Therefore, said claim does not have prominent substantive 
features or notable progress, so does not possess inventiveness. 

18. Claim 20 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: sending an address 
request message including the subscriber identification to the called 
subscriber's HLR (see pages 1690-1692 of the description). However, it 
is a piece of common knowledge for those skilled in the art to send 
address request messages from the gateway to the HLR. Therefore, said 
claim does not possess inventiveness. 
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19. Claim 21 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

D2 has disclosed a voice mail service, and the following technical 
features: HLR communicates with the VLR to determine that the 
subscriber can receive the call prior to receiving the VLR address (see 
pages 6 and 13 of the description and Fig. 2). Since Dl and D2 are of the 
same art, it is obvious for those skilled in the art to derive the technical 
solution claimed in said claim on the basis of Dl combined with D2. 
Therefore, said claim does not possess inventiveness. 

20. Claim 22 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: VLR forwards the call 
to the called subscriber (see pages 1690-1692 of the description). 
Therefore, said claim does not possess inventiveness. 

21 . The additional technical features of claim 23 are the same as those of 
the dependent claim 10, please refer to the 10th item of this office action 
for detailed comments. When the cited claim 22 has no inventiveness, the 
claim has no inventiveness, which is contrary to the provision of Art. 22, 
para. 3 of the Patent Law. 

22. Claim 24 has the same defect as claim 11, so is contrary to the 
provision of Article 26, para. 4 of the Patent Law (please refer to the 11th 
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item of this office action for detailed comments). 

23. The additional technical features of claim 25 are the same as those of 
the dependent claim 12, please refer to the 12th item of this office action 
for detailed comments on the additional technical features. When the 
cited claim 19 does not possess inventiveness, the claim does not possess 
inventiveness, so is contrary to the provision of Article 22, para. 3 of the 
Patent Law. 

24. Claim 26 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical features: sending call control 
commands between the mobile host and the VLR to set up switching; 
sending the media of the packet call from the mobile host to the VLR (see 
pages 1690-1692 of the description). In addition, it is a piece of common 
knowledge to those skilled in the art to send call control commands from 
the gateway to the VLR. Therefore, said claim does not possess 
inventiveness. 

25. Claim 27 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: sending call control 
commands between the mobile host and the VLR to set up packet call 
(see pages 1690-1692 of the description). In addition, it is a piece of 
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common knowledge to those skilled in the art to send call control signals 
from the gateway to the VLR. Therefore, said claim does not possess 
inventiveness. 

26. Claim 28 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

Dl has disclosed the following technical feature: sending call control 
commands between the mobile host and the VLR through the HLR to set 
up a packet call (see pages 1690-1692 of the description). In addition, it is 
a piece of common knowledge to those skilled in the art to send call 
control signals from the gateway to the VLR through the HLR. Therefore, 
said claim does not possess inventiveness. 

27. Claim 29 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

D2 has disclosed a voice mail service, and the following technical 
features: GMS mobile communication system includes a home function 
comprised of a VLR and a mobile switching center, the home function 
storing current location information and a subscriber profile; said system 
includes visited functions comprised of a gateway switching center and 
HLR, each visited function serving an area of the network, the visited 
function providing the visited function address to the home function, the 
home function storing the address as subscriber location information (see 
pages 5-7 of the description and Fig. 2). The difference between said 
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claim and D2 is that said claim explicitly mentions "packet-switched 
telephony network", whereas, D2 concerns GSM network. As VoIP 
technique is a piece of prior art, it is obvious for those skilled in the art to 
apply the disclosure of D2 to a packet-switched telephony network with 
the implication of D2. Thus, it is obvious for those skilled in the art to 
derive the technical solution claimed in claim 29 on the basis of D2 
combined with prior art. Therefore, said claim does not have prominent 
substantive features or notable progress, so does not possess 
inventiveness. 

28. Claim 30 does not possess inventiveness, so is contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

D2 has disclosed the following technical feature: a subscriber terminal is 
coupled to a visited function, the subscriber terminal providing a 
subscriber registration request or location message including a subscriber 
identification to the visited function (see pages 5-6 of the description). 
Therefore, said claim does not possess inventiveness. 

29. Claims 31-34 do not possess inventiveness, so are contrary to the 
provision of Article 22, para. 3 of the Patent Law. 

The additional technical features of dependent claims 31-34 are: said 
subscriber terminal is coupled to the visited function via a wireline link, 
or a wireless link, or a cellular link, or a packet switched network. 
However, coupling the subscriber to the visited function in said manners 
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is a common technical means to those skilled in the art. In addition, said 
coupling manners are commonly known. Therefore, the additional 
technical features of dependent claims 31-34 do not produce any 
prominent technical effect. Therefore, claims 31-34 do not possess 
inventiveness. 

The applicant should respond to the problems raised in this office action 
one by one within the time limit fixed in this office action, and amend the 
patent application document where necessary, otherwise, the present 
application is unlikely to be approved. The amendments made by the 
applicant to the application should conform to the provision of Article 33 
of the Chinese Patent Law and not go beyond the scope of the disclosure 
contained in the initial description and the claims. 



CPEL0154595P 

Observations 

With respect to the Second Office Action issued by the Chinese Patent 
Office on March 23, 2007, the applicant presents the following 
observations: 

Concerning claims 11 and 24 

The Examiner said that the additional technical feature of "translating ... 
to a format used by the subscriber terminal that is incompatible with 
packet-switched telephony" is not stated in the description, so it is not 
supported by the description. But the applicant believes that the contents 
in lines 20-31 on page 17 of the description can support this additional 
technical feature. 

Concerning claims 1-10, 12-16, 19-23 and 25-34 

The Examiner said that said claims lack inventiveness over the reference 
documents. The reference documents cited in this Office Action are the 
same as those cited in the first Office Action and the reasons for objection 
are also the same. 

However, the applicant cannot agree to the Examiner's judgement 
that said claims lack inventiveness. Concerning the inventiveness, the 
applicant has the following understanding based on the Chinese 
Patent Law, the Implementing Regulations thereof and the relevant 
regulations in the Guidelines for Examination: 

The judgment of whether a claim has inventiveness depends on whether 
the technical solution concerned is obvious to a person ordinarily skilled 
in the art who has mastered the known knowledge in the art and has 
access to the documents of the prior art. 



As for the judgement of the obvious, it mainly depends on whether there 
is a corresponding technical inspiration in the prior art. According to the 
relevant statements in the Guidelines for Examination, the technical 
inspiration generally includes that the distinguishing features belong to 
the generally known knowledge in the art, and that the function of the 
distinguishing feature in the present invention is the same as its function 
in other technical solutions in the art or in other relevant fields. 

The technical inspiration may be either explicit or implicit. But no matter 
in which form, such technical inspiration should be capable of urging or 
guiding a common technical person (who is reasonably sensitive to the 
inspiration and can understand it) to combine the existing techniques to 
the technical solution that is concerned and to make suitable adjustment 
so as to obtain the technical solution. 

The appropriate technical inspiration should be capable of guiding or 
urging the common technical persons to perform such a combination 
(naturally or with a great probability), instead of only enabling some 
technical persons to perform such combination. Therefore, the technical 
inspiration should be sufficiently clear and specific, but it should not 
merely concern or mention the feasibility of the combination in a vague 
manner. With respect to the technical contents for which only a 
possibility of making combination is mentioned, but logical analyses, 
reasoning or experiment of a uncertain or unknown number of times are 
still needed for obtaining them, they should not be considered as being 
readily obtained from the technical inspiration, accordingly, such contents 
possess inventiveness. 

A clear and specific technical inspiration requires the Examiner who 
stands for denying the inventiveness to provide the content of the 
inspiration, and to expound at least the logical clew for the technical 
combination. The technical inspiration cannot be considered from a latter- 
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wit, that is, obtaining said inspiration with reference to the solution of the 
present invention, because the inspiration understood at this time may be 
different from that understood on the filing date, so it should be judged 
whether the inspiration is clear from the technical view when the 
application is filed. 

The technical inspiration should not only explains the possibility of 
technical combination in terms of an idea, but it should prove that the 
result of technical combination is predictable. 

Concerning the inventiveness of the invention of this application 

IP network and packet-switched telephone network are not the same 
technique, and they have different structures and technical models, the 
techniques used therein are closely associated with their respective 
network structures, and their respective techniques are gradually 
developed based on different network structures, and the technical 
compatibility is usually a very complex and difficult problem. Applying 
the technique originally used for one network to another network can not 
be achieved by a simple combination. There might be some one who had 
ever conceived combining the techniques thereof, but in fact, no one can 
state or prove the result or effect of such technical combination and how 
it is realized. 

Dl neither teaches nor suggests that those skilled in the art will (not 
might) seek technical assistance from other desired fields after reading 
Dl. That is to say, the prior art does not explicitly or obviously suggest 
that the GSM mobile management technique for mobile IP access can be 
applied to the packet-switched telephone network. Thus the technical 
solution of the present invention cannot be readily obtained from Dl (and 
D2), because the prior art does not give such technical inspiration, at least 
in the applicant's view. If the Examiner believes that there is such clear 
inspiration that is either explicit or implicit, please point out it 
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specifically. 



Based on the above analyses, the claims are inventive over Dl and D2. 
The applicant has expounded the differences between the present 
invention and the reference documents in the response to the first Office 
Action. The Examiner accepted such differences but believed that 
applying the GSM mobile management to the IP telephone network 
(packet-switched telephone network) would be obvious. However, the 
applicant disagrees in this regard and would like to reiterate the 
differences herein: 

Dl relates to the problems associated with connecting calls to a roaming 
mobile terminal in an IP network (see the right column on page 1690), 
and proposes a solution (see line 21 et seq. in the left column on page 
1691). However, Dl and the claims of the present application are 
different, because Dl is not directed to an IP telephone network (packet- 
switched telephone network ). D2 also relates to a GSM/GPRS cellular 
network, so it is not relevant to the claimed invention that deals with IP 
telephone networks. In the present application, the differences between 
the cellular network and IP telephone network are described. 

The applicant does not agree that simply applying the method used in the 
GSM/GPRS network to the IP telephone network is obvious, and the 
applicant is of the opinion that the modes claimed in the present 
application for invention is not obvious. 

In addition, in the foreign counterpart application of this application, the 
applicant's arguments have been accepted by the foreign Examiner. 

In summary, the Examiner is respectfully requested to consider the above 
arguments and made further examination. 
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